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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to the first ground of rejection of 
claims 1-99 under 35 U.S.C § 103(a) as being unpatentable over Poole et al. 
have been considered and are persuasive. The rejection of claims 1-99 has been 
withdrawn. 

2. Applicant's arguments with respect to the second ground of 
rejection of claims 1-99 under 35 U.S.C § 103(a) as being unpatentable over The 
McGraw-Hill Companies (McGraw-Hill) have been fully considered but they are 
not persuasive. 

As argued by applicant at page 5: 

In order to render a claim obvious, the prior art must teach or suggest making the 
asserted modification the primary reference. Here the examiner merely asserts that 
"a user can combine [a] selection from any discipline in any order. " In essence, the 
examiner appears to take the position that merely because a user could take certain 
actions it would have been obvious to do so. It is respectfully submitted, however, 
that the teaching or suggestion to make the asserted modification must be found in 
the prior art and no such suggestion has been shown. 

Examiner respectfully traverses because of the following reasons: 
McGraw-Hill teaches a method and system for creating a customized 
textbook. The interface as illustrated at page 7 is a collection of content. By 
selecting a discipline at page 5, i.e., Business Law, and a title of a book at 
page 6, i.e., Cor ley- Reed -Shedd -Moor ehead: The Legal and 
Regulatory Environment of Business, 11 th Edi ti on, the interface at 
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page 7 presents a plurality ^/Chapter and Sections as selectable objects to a user, 
each Chapter and Section as object representing Business Law as a subset of the 
collection of content. As further disclosed by McGraw-Hill, Primis database 
publishing is an innovative and sophisticated electronic custom publishing 
database that contains a collection of modular, stand-alone text files that can be 
mixed and matched and then seamlessly arranged to create a book "on demand" 
for a particular course... Instructors can compile parts of several texts and add 
articles, review notes, case studies and even their own syllabus to create their 
own textbook (page 3). In response to selection by a user of one or more of chapters 
and sections as objects by using the add button as illustrated at page 7, the 
customized textbook as a compilation of the content represented by each selected 
object is created based on the selected chapters and sections. The missing of 
McGraw-Hill is a hierarchy of the compilation. However, the content of a book is 
hierarchical in nature, i.e., book, chapters and sections. As suggested by 
McGraw-Hill, a user can combine selections from any discipline in any order into 
the user's own book (page 3). As seen, by specifying an order of the chapters 
and sections of the compilation, i.e., a chapter in The Legal and Regulatory 
Environment of Business on page 7 could be selected to compile with other 
sections in a particular order, the compilation, obviously, is hierarchical. The 
example below is the result of a hierarchical compilation: 
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Thus, by creating a particular order when compiling a user' own book, the 



compilation will be hierarchical as suggested by McGraw-Hill. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1 .56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

4. Claims 1,6-8,11 -23, 25-28, 30-31 , 36-38, 41 -53, 55-58, 60-61 , 66- 
68, 71-83, 85-88, 90-91, 94 and 97 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over by The McGraw-Hill Companies [McGraw Hill 
Primis Custom Publishing]. 

Regarding claims 1, 31 and 61, McGraw-Hill teaches a method and 
system for creating a customized textbook. The interface as illustrated at page 7 
is a collection of content. By selecting a discipline at page 5, i.e., Business Law, 
and a title of a book at page 6, i.e., Corley -Reed -Shedd -Moor ahead: The 
Legal and Regulatory Environment of Business, 11 th Edition, 
the interface at page 7 presents a plurality o/Chapter and Sections as selectable 
objects to a user, each Chapter and Section as object representing Business Law as 
a subset of the collection of content. As further disclosed by McGraw-Hill, Primis 
database publishing is an innovative and sophisticated electronic custom 
publishing database that contains a collection of modular, stand-alone text files 
that can be mixed and matched and then seamlessly arranged to create a book 
"on demand" for a particular course... Instructors can compile parts of several 
texts and add articles, review notes, case studies and even their own syllabus to 
create their own textbook (page 3). In response to selection by a user of one or more 
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of chapters and sections as objects by using the add button as illustrated at page 
7, the customized textbook as a compilation of the content represented by each 
selected object is created based on the selected chapters and sections. The 
missing of McGraw-Hill is a hierarchy of the compilation. However, the content of 
a book is hierarchical in nature, i.e., book, chapters and sections. As suggested 
by McGraw-Hill, a user can combine selections from any discipline in any order 
into the user's own book (page 3). As seen, by specifying an order of the 
chapters and sections of the compilation, i.e., a chapter in The Legal and 
Regulatory Environment of Business on page 7 could be selected to compile with 
other sections in a particular order, the compilation, obviously, is hierarchical. It 
would have been obvious for one of ordinary skill in the art at the time the 
invention was made to specify an order of the customized book when compiling 
in order to build a customized book from a plurality of fields of study. 

Regarding claims 6, 36 and 66, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 

discloses the collection of content comprises hierarchically related data (page 7). 

Regarding claims 7, 37 and 67, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 6, 36 and 66, McGraw-Hill further disclose 
the collection of content comprises text documents and the subset of content associated 
with each selectable object comprises at least one of a section (pages 3 and 7). 
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Regarding claims 8, 38 and 68, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1 , 31 and 61 , McGraw-Hill further 

discloses displaying to the user the selected objects in a predetermined order such that 
the user may rearrange the order of the selected objects as desired through a user 
interface (Review and Resequence, page 9). 

Regarding claims 11,41 and 71 , McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1 , 31 and 61 , McGraw-Hill further 
discloses the step of receiving content input by a user and creating a selectable object 
from the content (pages 5-7). 

Regarding claims 12, 42 and 72, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61 , McGraw-Hill further 
discloses the user may concurrently create a plurality of compilations (pages 7, 9 
and 12). 

Regarding claims 13, 43 and 73, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61 , McGraw-Hill further 
discloses the Step: after creation of the compilation, presenting the compilation to a 
user for modification (page Review and Resequence of page 9). 

Regarding claims 14, 44 and 74, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 13, 43 and 73, McGraw-Hill further 



Application/Control Number: 09/489,134 Page 8 

Art Unit: 2162 

discloses the step of creating a copy of the compilation, applying changes input by a 
user to the copy, and creating a new compilation therefrom (page 3). 

Regarding claims 15, 45 and 75, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 13, 43 and 73, McGraw-Hill further 
discloses the user may select an object for removal from the compilation (Microsoft 
Powerpoint presentation presenting how to user Primis Online). 

Regarding claims 16, 46 and 76, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61 , McGraw-Hill further 
discloses the user may select to clear the compilation (Microsoft Powerpoint 
presentation presenting how to user Primis Online). 

Regarding claims 17, 47 and 77, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill does not 
explicitly disclose the user may select to undo an operation affecting the compilation. 
However, undo an operation that affecting a compilation is a conventional 
operation such as the undo in Word Editor. Therefore, it would have been 
obvious for one of ordinary skill in the art at the time the invention was made to 
modify the McGraw-Hill method by including the technique of undoing an object 
from a compilation in order to compile a document. 
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Regarding claims 18, 48 and 78, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the Claimed after creation of the compilation, of submitting the compilation 
to an approval process (Microsoft Powerpoint presentation presenting how to user 
Primis Online). 

Regarding claims 19, 49 and 79, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 18, 48 and 78, McGraw-Hill further 
discloses the approval process further comprises one of approving the compilation for 
publication; rejecting the compilation (Microsoft Powerpoint presentation 
presenting how to user Primis Online). 

Regarding claims 20, 50 and 80, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the presenting step further comprises the step of presenting all of the content 
comprising the collection of content to the user as a plurality of selectable objects 
(page 7). 

Regarding claims 21, 51 and 81, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 

discloses the presenting step further comprises the step of presenting less than all of 
the content comprising the collection of content to the user as a plurality of selectable 
objects (pages 5-7). 
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Regarding claims 22, 52 and 82, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 21, 51 and 81, McGraw-Hill further 
discloses the Step of partitioning the collection of content into a plurality of 
categories, and presenting all content objects belonging to a category to a user (page 
5). 

Regarding claims 23, 53 and 83, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the Step of receiving search criteria input by the user; determining which of 
the subsets of the collection of content satisfy the search criteria; and presenting to the 
user a plurality of selectable objects corresponding to the subsets of content satisfying 
the search criteria (pages 5-6). 

Regarding claims 25, 55 and 85, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses a selectable object further comprises one of a container and a content entity 

(page 7). 

Regarding claims 26, 56 and 86, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 25, 55 and 85, McGraw-Hill further 
discloses in response to selection of the container to add to a compilation, adding the 
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selected container and any containers or content entities it contains to the compilation 

(Microsoft Powerpoint presentation presenting how to user Primis Online). 

Regarding claims 27, 57 and 87, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the selectable objects further comprise titles of their associated subsets of 
content (page 7). 

Regarding claims 28, 58 and 88, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 25, 55 and 85, McGraw-Hill further 
discloses containers are at least one of a book, a volume, and a chapter (page 7). 

Regarding claims 30, 60 and 90, McGraw-Hill discloses a method of 
compiling a customized textbook from a collection of content stored in a 
database (pages 1-3) by presenting a plurality of books as content objects, each 
book comprising a plurality of chapters and sections as hierarchically related 
content entities (pages 7, 9 and 12). In order to build a customized book, the user 
can select any presented section to compile into his/her customized book (pages 
7, 9 and 12). In different words the technique of compilation as discussed 
indicates the step of creating a compilation from selected content entities in response 
to selection of ones of the hierarchically related elements to include in a compilation. 
The missing of McGraw-Hill is a hierarchy of the compilation. However, the 
content of a book is hierarchical in nature, i.e., book, chapters and sections. As 
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suggested by McGraw-Hill, a user can combine selections from any discipline in 
any order into the user's own book (page 3). As seen, by specifying an order of 
the chapters and sections of the compilation, i.e., a chapter in The Legal and 
Regulatory Environment of Business on page 7 could be selected to compile with 
other sections in a particular order, the compilation, obviously, is hierarchical It 
would have been obvious for one of ordinary skill in the art at the time the 
invention was made to specify an order of the customized book when compiling 
in order to build a customized book from a plurality of fields of study. 

Regarding claims 91, 94 and 97, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the compilation of content is created automatically in response to the user 
selecting said one or more of said objects (page 7). 

5. Claims 2-3, 29, 32-33, 59, 62-63 and 89 are rejected under 35 
U.S.C. 103(a) as being unpatentable over The McGraw-Hill Companies 
[McGraw Hill Primis Custom Publishing] in view of Mortimer et al. [USP 
6,091,930]. 

Regarding claims 2, 32 and 62, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
discloses the collection of content comprises at least one of a book, a document, an 
image but does not teach a collection of musical selections and a video. Mortimer 
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teaches a technique of creating a customized student book and the collection of 
content comprises a collection of musical selections and a video (Mortimer, FIG. 
2a). It would have been obvious for one of ordinary skill in the art at the time the 
invention was made to modify the McGraw-Hill method by including audio, and 
video in the collection of content in order to construct an electronic book 
embedded with audio, and video. 

Regarding claims 3, 33 and 63, McGraw-Hill and Mortimer, in 
combination, teach all of the claimed subject matter as discussed above with 
respect to claims 2, 32 and 62, McGraw-Hill further discloses subsets of content 
comprise one of a chapter and sections of a text document (McGraw-Hill, page 7). 

Regarding claims 29, 59 and 89, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 25, 55 and 85, McGraw-Hill further 
discloses the collection of content comprises at least one of a book (McGraw-Hill, 
page 5). McGraw-Hill does not teach the collection of content comprises at least one 
of image album and videos. Mortimer teaches a technique of creating a customized 
student book and the collection of content comprises image album and a video 
(Mortimer, FIG. 2a). Therefore, it would have been obvious for one of ordinary 
skill in the art at the time the invention was made to modify the McGraw-Hill 
method by including image and video in the collection of content in order to 
construct an electronic book embedded with image and video. 
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6. Claims 4-5, 34-35 and 64-65 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over The McGraw-Hill Companies [McGraw Hill 
Primis Custom Publishing] in view of ksinclair.com [Free E-books You Can 
Download]. 

Regarding claims 4, 34 and 64, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1 , 31 and 61 , but fails to disclose each 

selectable object is associated with a cost, and further comprising the step of 
calculating a cost for the created compilation based upon the costs of the selected 
objects. Ksinclair.com has a website that presenting a plurality of e-books to a 
user and a user could open or download the e-book to the user site by selecting 
the title of an e-book. Ksinclair.com further discloses each selectable object is 
associated with a cost but fails to disclose the step of calculating a cost for the 
created compilation based upon the costs of the selected objects. However, a cost for 
a created compilation is a service charge based on the cost of maintaining an 
object such as an e-book and could be calculated upon the cost of that e-book. 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the McGraw-Hill method by applying the 
cost of an object from ksinclair.com method and including the cost of created 
compilation based upon the cost of the object in order to maintain the system. 

Regarding claims 5, 35 and 65, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61, McGraw-Hill further 
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disclosed the Step of determining a content count for the compilation (McGraw-Hill, 
page 7), but not the Step of determining a cost for the compilation based upon the 
content count, Ksinclair.com has a website that presenting a plurality of e-books 
to a user and a user could open or download the e-book to the user site by 
selecting the title of an e-book. The downloadable ksinclair.com e-book has a 
cost associated with the e-book (ksinclair.com). Thus the cost of the compilation 
for a particular chapter could be calculated based upon the content count. 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the McGraw-Hill method by applying the 
cost of an object from ksinclair.com method and including the cost of created 
compilation based upon the content count in order to maintain the system. 

7. Claims 9-10, 24, 39-40, 54, 69-70, 84, 92-93, 95-96 and 98-99 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over by The McGraw- 
Hill Companies [McGraw Hill Primis Custom Publishing] in view of Poole et 
al. [USP 6,006, 242]. 

Regarding claims 9, 39 and 69, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61 , but does not disclose the 
step of defining a maximum amount of allowable content per volume of content; 
creating a plurality of volumes of content from the selected content based upon the 
defined maximum. Poole teaches an apparatus and method for dynamically 
constructing an electronic document for subsequent publication in pre-printed or 
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electronic form (Poole, Col. 1 , Lines 15-20). Poole further discloses the step of 
defining a maximum amount of allowable content per volume of content; creating a 
plurality of volumes of content from the selected content based upon the defined 
maximum (Poole, FIG. 17). It would have been obvious for one of ordinary skill in 
the art at the time the invention was made to modify the McGraw-Hill technique 
by including the step of defining a maximum amount of content in order to 
compile an e-book online. 

Regarding claims 10, 40 and 70, McGraw-Hill and Poole, in combination, 
teach all of the claimed subject matter as discussed above with respect to claims 
9, 39 and 69, Poole further discloses the step of displaying to the user the selected 
objects contained in each volume such that the user may selectably move an object 
from a first to a second of the volumes (Poole, Col. 1 1 , lines 25-50). 

Regarding claims 24, 54 and 84, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1 , 31 and 61 , but does not explicitly 
disclose at least one of the subsets of content is associated with one or more 
prerequisite subsets of content and upon selection by the user of a selectable object 
associated with the at least one subset, also including the associated prerequisite 
subsets of content in the created compilation. Poole teaches an apparatus and 
method for dynamically constructing an electronic document for subsequent 
publication in pre-printed or electronic form (Poole, Col. 1, Lines 15-20). Poole 

further discloses at least one of the subsets of content is associated with one or more 



Application/Control Number: 09/489,134 Page 
Art Unit: 2162 

prerequisite subsets of content and upon selection by the user of a selectable object 
associated with the at least one subset, also including the associated prerequisite 
subsets of content in the created compilation (Col. 7, Lines 1-6). It would have been 

i 

obvious for one of ordinary skill in the art at the time the invention was made to 
modify the McGraw-Hill technique to include the nested object in order to compile 
an e-book with embedded pictures or graphics. 

Regarding claims 92, 95 and 98, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 31 and 61 , McGraw-Hill does not 
explicitly disclose the compilation of content is created by recording in a computer- 
readable structure defining the compilation, for each selected object, a reference to the 
content entity associated with the selected object. Poole teaches an apparatus and 
method for dynamically constructing an electronic document for subsequent 
publication in pre-printed or electronic form (Poole, Col. 1, Lines 15-20). Poole 
further discloses the compilation of content is created by recording in a computer- 
readable structure defining the compilation, for each selected object, a reference to the 
content entity associated with the selected object (FIG. 5). It would have been 
obvious for one of ordinary skill in the art at the time the invention was made to 
modify the McGraw-Hill technique by referencing the content entities in order to 
compile an e-book. 

Regarding claims 93, 96 and 99, McGraw-Hill and Poole, in combination, 
teach all of the claimed subject matter as discussed above with respect to claims 
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92, 95 and 98, Poole further discloses the computer-readable structure defining the 
compilation in a custom content outline (CCO) containing the references that 
correspond to the selected objects, and wherein said references are identifiers of the 
content entities associated with the selected objects (FIG. 5). 
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Conclusion 

8. THIS ACTION IS MADE FINAL Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to HUNG Q PHAM whose 
telephone number is 571-272-4040. The examiner can normally be reached on 
Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, JOHN E BREENE can be reached on 571-272-4107. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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9. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 

Examiner Hung Pham 
November 9, 2004 




